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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 
1.17(e) has been timely paid, the finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.114. Applicant's submission filed on 26 April 2005 has been entered. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1, 14, and 28 have been considered but are 
moot in view of the new ground(s) of rejection. 

With respect to applications arguments pertaining to the rejection under Ellis et al., the 
examiner respectfully disagrees that the reference fails to anticipate the claimed limitation of 
". . . providing a searchable index to the . . . streamed video-audio data being recorded ..." 
(Claim 1) or "providing a searchable index to the streamed multimedia data being recorded" 
(Claim 28). The claims as presented do not necessarily require the specific timing or when 
the step of providing a searchable index for a program being recorded need be performed. 
For example, the claims do not require that the searchable index for a stream being recorded 
necessarily be provided at the same time that the program is being recorded as opposed to 
being provided at a later point in time subsequent to the recording of the program. 
Accordingly, a new grounds of rejection is presented in light of the previously presented Ellis 
et al. reference. 
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Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1 (a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 1,3-6,8,9, 11-14, 16-19, 21, 22, and 24-31 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Ellis et al. (US Pub No. 2003/049988). 

In consideration of claim 1, Ellis et al. discloses a "method of providing to a user desired 
ones of . . . live broadcasts shifted in time". The method comprises "proving a schedule of 
events to be broadcast live over [a] global computer network" such as the Internet [18/20] 
(Para. [0059] and [0065]) from "at least one node broadcasting live events over the network" 
[16] wherein the schedule or program guide "enables the user to formulate a request for 
content of a broadcast of at least one certain future event" (Para. [0074] and [0076]). 
Subsequently, the "working server" [24/29], "in response" to "receiving from a user a request 
for content of the broadcast of at least one future event" comprising the "date, time and 
network location of respective broadcasts of each requested event" necessary to uniquely 
identify the particular event for recording (Para. [0076], [0084], and [0088]), "records" the 
"respective broadcast . . . being in the form of live streamed video-audio data over the global 
computer network" or Internet [18/20] (Figure 5; Para. [0059], [0088], and [0097]) and is 
operable to "provide a searchable index to the recorded streamed video-audio data and to the 
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streamed video-audio data being recorded" subsequent to its recording (Figures 18A-F; Para. 
[0145] - [0149]). For example, as illustrated in Figure 18D, the user is provided with a 
searchable index of recorded programs (ex. "Braveheart") and Figure 18F illustrates a 
searchable index of programs (ex. "Beverly Hills") scheduled to be recorded. Assuming that 
it is currently "6/30/99 8:00 PM), the system will record the program entitled "Beverly Hills" 
and will subsequently provide a "searchable index to the audio-video data being recorded" as 
illustrated in Figure 18D. As aforementioned, the claim does not require that the system 
necessarily provides the "searchable index" during the recording of the program. Finally, 
"upon [a] user command to view a certain one of the requested events", the working server 
[24/29], "provides the recorded streamed video-audio data corresponding to said certain one 
of the requested events" to a "digital player" [36] such that the "viewing [is] in a manner 
time shifted from original broadcast of the certain one of the requested events" (Para. [0091] 
- [0093], [0104], [0152], and [0153]). 

Claim 14 is rejected in view of claim 1 wherein the method further comprises a "user 
interface means" in the form of an electronic programming guide to facilitate the request for 
recording of "future events" (Para. [0076]). As aforementioned, the "working server" 
[24/29] further "provides a searchable index to the recorded streamed audio-video data and to 
the streamed video-audio data being recorded" subsequent to its recording (ex. Figures 1 8 A- 
F). 

Claim 28 is rejected wherein the Ellis et al. method of providing "broadcast data shifted 
in time". The method involves "receiving requests from users to record respective desired 
broadcast programs" and "recording streamed multimedia data forming the respective desired 
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broadcast programs" (Para. [0076], [0084], and [0088]). The viewers are subsequently 
"enabled" so as to "view a corresponding program at a time subsequent to [the] original 
beginning of broadcasting of said program" (Para. [0091] - [0093], [0104], [0152], and 
[0153]). As previously set forth, the "steps of recording and enabling include providing a 
searchable index to the streamed multimedia data being recorded" subsequent to its recording 
completion (ex. Figures 18A-F). 

Claims 3, 4, 16, and 17 are rejected wherein the "working server" [29] and the "digital 
player" [36] are "local to each other in the network such that the stop of recording at the 
working server includes recording local to the digital player". Alternatively, the "working 
server" [24] may be at a "third party site in the network remote from the digital player, such 
that the step of recording includes recording at a network site remote from the digital player" 
(Para. [0086]). 

Claims 5 and 18 are rejected wherein the method may further include "recording some of 
the broadcasts locally to the digital player" and "recording different ones of the respective 
broadcasts remotely from the digital player" such that the "providing the recorded streamed 
video data" may be "synchronized ... in a manner transparent to the user" (Para. [0086], 
[0152], [0153], and [0156]). In particular, the system determines whether or not to store a 
program remotely or locally based on the number of requests and subsequently 
"transparently" presents the requested media to the user. 

Claims 6, 19, and 29 are rejected wherein the recording includes "caching to cache 
storage" [13/15] the "streamed video-audio data corresponding to the respective broadcasts 
of the requested events" (Para. [0078] and [0079]). 
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In consideration of claims 8, 9, 21, and 22, the Ellis et al. reference discloses that the 
"working server" [24/29] provides (ex. Figure 18D) a "searchable index . . . [including] 
header information from respective original broadcasts" as a means to search for a recorded 
program of interest based on a plurality of criteria (ex. time, category, title, etc.) (Para 
[01 18], [0122], and [0143]). 

Claims 1 1 and 24 are rejected wherein the Ellis et al. reference discloses the limitation 
wherein the recorded media appears in the electronic program guide and the user may 
subsequently request and display a "respective summary of the corresponding event" 
(Figures 1 1A-C; Para. [0125] and [0154]). 

In consideration of claims 12, 13, 25, and 26, the Ellis et al. reference discloses that 
"scheduling broadcasts to be recorded" is performed "across multiple users and their 
requests" that media may be stored for a "length of time determined according to user 
demand across multiple users" such that once all users have demanded to view a recorded 
program that it is subsequently deleted (Para. [0167] - [0169]). 

Claim 30 is rejected wherein the "caching overwrites and saves streamed multimedia data 
as a function of number of user requests for the corresponding broadcast program" (Para. 
[0081]). 

Claim 3 1 is rejected wherein the "enabling user viewing includes supporting a 
multimedia rendering of the corresponding desired broadcast program . . . through a 
television." (Para. [0104)]. 



Claim Rejections - 35 USC §103 
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5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent 
any evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that was not commonly owned at the 
time a later invention was made in order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

7. Claims 7, 10, 20, and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ellis et al (US Pub No. 2003/0149988) in view of Browne et al. (WO 92/22983). 

In consideration of claims 7, 10, 20, and 23, the Ellis et al. reference discloses the 
particular usage of automatically deleting or "overwriting the streamed video-audio data in 
the cache storage" subsequent to watching or after a predetermined period of time. However, 
the reference does not particularly disclose nor preclude the deletion based either "the event 
viewed longest ago by the user" or "the least recent broadcast event". Furthermore, the 
reference does not provide an interface so as to enable the user to "indicate preference for 
saving or deleting the streamed video-audio data when the cache storage is full". 

The Browne et al. (WO 92/22983) reference discloses that it is known in the art so to 
"provide interface means for enabling the user to indicate preference for saving or deleting 
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streamed video-audio data when the cache storage is full" (Figures 3 and 6; Page 18, Line 29 
- Page 19, Line 30) wherein an event is deleted/overwritten in the cache based on "the least 
recent broadcast event". Accordingly, it would have been obvious to one having ordinary 
skill in the art at the time the invention } was made so to modify the Ellis et al. interface so as 
to provide ability for the user to designate a cache / storage management deletion 
functionality for the purpose of providing the user with the means and flexibility to control 
storage options of a storage device of limited capacity. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure as follows. Applicant is reminded that in amending in response to a rejection of 
claims, the patentable novelty must be clearly shown in view of the state of the art disclosed 
by the references cited and the objections made. 

■ The Young et al. (US Pat No. 5,532,754) reference provides evidence as to the 

existence of providing the user with a searchable index while a program is being 
recording (Col 7, Lines 48-63). 

■ The Omoigui (US Pub No. 2005/0080847) reference discloses providing a method 

and apparatus for providing a searchable index for streaming presentations. 
Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Scott Beliveau whose telephone number is 571-272-7343. 
The examiner can normally be reached on Monday-Friday from 8:30 a.m. - 6:00 p.m.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Miller can.be reached on 571-272-7353. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access 
to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). 



SEB 

August 3, 2005 



^ JOHN MILLBt 
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